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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 

. It NO period for reply is speafied above the °^ P^^^^^ to beiort» ABANDONED (35 U.S.C. § 1 33). 

earned patent term adjustment See 37 CFR 1.704(b). 

Status 

I )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)l2 This action is non-final. 

3) n Since this application is in condition for allowance except for/ormal matters Prosecu^^" t° '''^ '"^"^^ 
^ closed in accordance with the practice under Ex parte Quayle. 1935 CD. 1 1 . 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) t21 's/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) {3 Claim(s) is/are allowed. 

6) 13 Claim(s) 1:21 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: 3)0 accepted or objected to by the Examiner. 

Applicant may not request that any objecUon to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2 0 Certified copies of the priority documents have been received in Application No. . 

3 □ copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* see the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional applicat.on). 
a) □ The translation of the foreign language provisional application has bee" received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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1) ^ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Infonnation Disclosure Statement{s) (PTO-1449) Paper No(s) 2J . 



4) □ Inten/iew Summary (PTO-41 3) Paper No(s). . 

5) □ Notice of Infomial Patent Application (PTO-1 52) 

6) □ Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1 - 21 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. It is not clear to the 
Examiner how the apparatus works. How does a vacuum conveyer pick up the bound products 
and move them from the central compartment to one of the side compartments? The vacuum 
would only grab the top sheet (or cover of the magazine) and thus would result in the cover being 
ripped off or the machine jamming up. The specification does not state how this problem is 
resolved. 

3. Claims 1 - 21 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The Examiner was not able to find in the specification a description of how the 
detection system works. How does the detector tell the difference between a bound edge and a 
non-bound edge? The only disclosure is on page 5, lines 9-12 and page 9, lines 3-8. All that 
is stated is that detection of a difference in roundness between the edges of a product. 
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Additionally, at page 9, lines 3 - 8, the specification seems to imply that a comparison of 
roundness is made between the first edge and the second edge. How is this possible if there is 
only one detection device? Only one detection device is disclosed. Furthermore, how the 
apparatus deal with bound products that are not stapled (i.e. glued)? These products would 
seemingly have no difference in roundness and thus the apparatus would not work. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1 - 10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to. particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

6. Claims 1 - 10 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete 
for omitting essential elements, such omission amounting to a gap between the elements. See 
MPEP § 2172.01. The omitted elements are: the optical edge recognition system. Without this 
element the apparatus cannot fimction. 

7. Claim 10 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The use of the word "type" renders the claim indefinite, as it is makes the bounds 
of the claim unclear. 

8. Claims 14 and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 14 depends from claim 12, thus lacks antecedent basis for "the 
mail edge biasing system". Claim 15 has the same problem. 
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9. Claims 17 - 21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 17 fails to state that the products are bound products. This is 
essential to the invention, because if there are no bound products, there would be no difference 
between the edges of a top product. 

Claim Rejections - 35 USC §101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

11. Claims 1 - 21 are rejected under 35 U.S.C. 101 because the disclosed invention is 
inoperative and therefore lacks utility. How does a vacuum conveyer pick up the bound products 
and move them from the central compartment to one of the side compartments? The vacuum 
would only grab the top sheet of the bound product (or cover of the magazine) and thus would 
result in the cover being ripped off or the machine jamming up. The specification does not state 
how this problem is resolved. How does the detector tell the difference between a bound edge 
and a non-bound edge? The only disclosure is on page 5, lines 9-12 and page 9, lines 3-8. 
All that is stated is that detection of a difference in roundness between the edges of a product. 
Additionally, at page 9, lines 3-8, the specification seems to imply that a comparison of 
roundness is made between the first edge and the second edge. How is this possible if there is 
only one detection device? Only one detection device is disclosed. Furthermore, how the 
apparatus deal with boxmd products that are not stapled (i.e. glued)? These products would 
seemingly have no difference in roundness and thus the apparatus would not work. 
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Conclusion 



12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The prior art is listed in the enclosed Form 892. Any amendments should be 
reconciled with these references. No art rejection is made at this time due to the serious 
enablement issues. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan R. Miller whose telephone number is (703) 305-5778. 
The examiner can normally be reached on M-F: 8:30AM-5 :00PM. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald P. Walsh can be reached on (703) 306-4173, The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-7687 for regular 
communications and (703) 305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 1 13. 
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June 12, 2003 
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